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REMARKS 

"To establish a prima facie case of obviousness, three basic criteria must be met. Firsts 
there mast be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Thirdly, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make ibe claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on Applicant's 
disclosure." (per § 2142 of the MANUAL OF PATENT EXAMINING PROCEDURE, 8th ed.. 
Rev. 3 (August, 2005) [MPEP], Ch. 21GO,p.l340 

To reject claims in an application under section 103, an examiner must show an 
unrebutted prima facie case of obviousness. "If the examiner does not produce a 
prima facie case, the applicant is under no obligation to submit evidence of 
nonobviousness." (per § 2142 MPEP, Ch, 2100, p.l33). 
The Applicants respectfully submits that Claims 1-22 are non-obvious, for at least the reasons 
mentioned below. 

CLAIMS 1-8 

The Examiner rejects Claim 1 under 35 USC. 103(a) as being unpatentable over Gabehart 
et al [Publication No. US 2004/0103223) in view of Mowery ct al [Publication No. US 
2003/00658671. 'fhe first and second clauses of Independent Claim 1 recite: 

"receiving one or more power signal inputs from a host computing device; 
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conditioning said one or more power signal inputs to generate said conditioned power 
signals, said conditioning performed by said external card adaptor;" 

The Examiner attempts to show a teaching of the foregoing recited clauses by citing 
Gabehart et al.: [Page 2 [0021] lines 4-11] and [Page 2 [0021] lines 15-21; Page 3 [0027]. 
However^ nowhere does Gabehart et al. teach receiving one or more power signal inputs from a 
host computing device and conditioning the one or more power signals (emphasis denoted in 
italics). For example, Gabehart ct al. recites: 

"HovN'ever if an external power source is available the portable 
communications device may be supplied power, after proper conditioning, from 
the converter 42 via pin 26 or any other pin on the connector to the portable 
communications device/' (Gabehart et al,, page 3, paragraph 26, last sentence). 
As a consequence, Gabehart et al. teaches conditioning of power provided by an external power 
source (i,e., an extemal DC power source). The conditioning occurs when power is supplied 
only by an externa! power source, as Gabehart ct al. recites: 

"The power selector 38 will detect via-known techniques if an extemal 
DC power source is connected to the extemal power source connector 40. If so, 
the power selector .ItJ selects the external power soxirce as the power source for 
the function adaptor 16' and for the digital camera, and transmits or sends 
appropriately conditioned DC power via the USB_ACC connector 34' to the 
digital camera,** (Gabehart, page 3, paragraph 27, lines 15-22). 
As disclosed by the foregoing passage, the power selector has an ability to detect if an extemal 
DC power source is connected to the external power souce connector 40, If connected, 
appropriately conditioned DC power is supplied to the digital camera. This, of course, is 
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different from the conditioning of one or more power signals inputs received from a host 
computing device^ as recited in Claim 1 (emphasis denoted in italics). As the Examiner may 
easily visualise by referring to Figure 4 of Gabehart et al., the external power source is connected 
lo a USB function adaptor by way of an external power source connector 40. The power signal 
provided by the external power source is transmitted to the DC / DC Power Converter 42 for 
conditioning. Then the conditioned power is supplied to the 2-way messaging device / phone by 
way of pin 26. This is in contrast to what is recited in Claim 1 , in which power signal inputs 
provided by a host computing device, are conditioned. Applicants requests the Examiner to refer 
to the directional arrows describing the flow of the power from the external j)ower source 
coimector 40 through the DC / DC Power Converter 42 to pin 26, for providing conditioned 
power to the 2-way messaging device / phone. As illustrated, pin 26 is labeled "PWR". llie 
prior art references (Gabehart and Mowery) do not teach all the claim limitations of Claim 1. 
For at least the foregoing reasons, independent Claim 1 is allowable. 

With respect to Claim 7, the Applicants agree with the Examiner that Kung teaches an 
"expansion socket" of a CF card, a$ may be noted from the cited passage from Kung (col. 7, 
lines 8-10); however, neither Gabehart or Mowery or Kung teach a CF+ card. Furthermore, 
merely citing portions of separate and distinct references that may or may not disclose an 
isolated claim element, however, is not a proper identification of a motivation to combine. TTie 
law requires that the Office Action show an objective teaching to support the assertions 
regarding motivation to combine the references. Further, there must be some suggestion or 
motivation, either in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference teaciiings. Subjective 
opuiion of "common knowledge" or "common sense" regarding a motivation to combine is not 
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enough to establish a prima facie case of obviousness. The Applicants rcspectfiiUy submit that 
the motivation to combine the references identified in Ihe Office Action is based on subjective 
knowledge and convenient assumptions gleaned from Applicants' disclosure, instead of the prior 
art (as is required by the Federal Circuit). 

With respect to Claim 8, the Examiner refers to Col. 4, lines 55-63 of Kung, and states 
that Kung teaches filtering power signal inputs using passive electrical components. Upon 
referring to this passage, Kung does not teach, suggest, or disclose what is recited in Claim 8, 
Clahn 8 recites: "The method of claim 1 wherein conditioning said one or more power signal 
inputs comprises filtering said one or more power signal inputs using one or more passive 
electrical components to eliminate noise." There is no mention of filtering the one or more 
power signal inputs using one or more passive electrical components to eliminate noise. Neither 
is there any discussion of filtering to eliminate noise. As a consequence. Claim 8 should be 
allowed. 

Hence, for at least the one or more foregoing reasons, Applicants respectftxily submit that 
Claim 1 and depending Claims 2-8 are allowable. Because of the foregoing arguments made 
with respect to independent Claim 1, the Applicants have not commented on all the remarks 
made by the Examiner regarding dependent Claims 2-8 but reserve the right to do so in the tuture 
should the need arise. 

CLAIMS 9-10,21 

in the Office Action, the Examiner simply states that Claims 9-10, and 21 "is [sic] 
directed to the method of steps for supplymg power to implement the metliod as set forth in 
claims 1-8. Therefore, it (sic] is [sic] rejected for the same basis as set forth hereinabove."' In 
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response to this, the Applicants request the Examiner to refer to Applicants* arguments as set 
forth in the Remarks for Claims 1-8, as discussed previously. Applicants respectfully submit that 
independent Claims 9^ 21 and dependent Claim 10 are allowable. 

CLAIMS 11-20, 22 

In the Office Action, the Examiner simply states that Claims 11-20, and 22 "is [sic] 
directed to the system to implement the method as set for in claims 1-8. Therefore, it [sic] is 
[sicj rejected for the same basis as set forth hereinabove." In response to this, the AppUcants 
request the Examiner to refer to Applicants' arguments as set forth in the Remarks for Claims 1- 
8, as discussed previously. Applicants respectfully submit that independent Claims 1 1 , 22 and 
dependent Claims 12-20 are allowable. 
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CONCLUSION 

Based on at least the foregoing, the Applicaiits believe that Claims 1-22 are in condition 
for allowance. A Notice of Allowance is courteously solicited. Should anything remain in order 
to place the present ^plication in condition for allowance, or should the Examiner disagree or 
have any question regarding this submission, the Examiner is kindly invited to contact the 
undersigned at (312) 775-8246. 

lite Commissioner is hereby authorized to charge any additional fees or credit any 
overpayment to the Deposit Account of McAndrcws, Held & Malloy, Ltd., Account No. 1 3- 



0017. 



Dated; June 16. 2006 



Respectfully submitted, 




RoyB.Rhee/ 
Reg. No. 57,303 



McAndrews, Held & Malloy, Ltd. 
SOO West Madison Street, 34fh Floor 



Chicago, Illinois 60661-2565 
Telephone: (312)775-8246 
Facsimile: (312)775-8100 
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